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DETAILED ACTION 
Prosecution History Summary 

• Claims 1-3, 9-11, 14, 16-18 and 28-41 have been cancelled. 

• Claims 4-8, 12-13, 19-27 and 42-43 are currently pending in the instant 
application. 



Drawings 

The drawings were originally received on 4/25/2001. The Examiner accepts 
these drawings. 



Priority 

Receipt is acknowledged of papers submitted under 35 U.S.C. 119(a)-(d), which 
papers have been placed of record in the file. 
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Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 4-8, 12-13 and 15 are rejected under 35 U.S.C. 112, second 

paragraph. 

Referring to claims 4-8, 12-13 and 15 . Claim 4 is rejected under 35 U.S.C. 112, 
second paragraph, as being indefinite for failing to particularly point out and distinctly 
claim the subject matter which applicant regards as the invention. Line 15-16 of claim 4 
recites "...sending an order confirmation or payment confirmation back to the merchant 
system." The Examiner is unclear if this "order confirmation or payment confirmation" is 
the same "order confirmation" of claim 4, lines 9 or 1 1 . Where a claim directed to a 
device can be read to include the same element twice, the claim may be indefinite. Ex 
parte Kristensen, 10 USPQ2d 1701 (Bd. Pat. App. & Inter. 1989) 
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Claim Rejections - 35 USC § 101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claim 43 is rejected under 35 U.S.C. 101. 

Referring to claim 43 . Claims to computer-related inventions that are clearly 
nonstatutory fall into the same general categories as nonstatutory claims in other arts, 
namely natural phenomena such as magnetism, and abstract ideas or laws of nature 
which constitute "descriptive material." Abstract ideas, Warmerdam, 33 F.3d at 1360, 
31 USPQ2d at 1759, or the mere manipulation of abstract ideas, Schrader, 22 F.3d at 
292-93, 30 USPQ2d at 1457-58, are not patentable. Descriptive material can be 
characterized as either "functional descriptive material" or "nonfunctional descriptive 
material." In this context, "functional descriptive material" consists of data structures and 
computer programs which impart functionality when employed as a computer 
component. (The definition of "data structure" is "a physical or logical relationship 
among data elements, designed to support specific data manipulation functions." The 
New IEEE Standard Dictionary of Electrical and Electronics Terms 308 (5th ed. 1993).) 
"Nonfunctional descriptive material" includes but is not limited to music, literary works 
and a compilation or mere arrangement of data. Both types of "descriptive material" are 
nonstatutory when claimed as descriptive material per se. Warmerdam, 33 F.3d at 
1360, 31 USPQ2d at 1759. When functional descriptive material is recorded on some 
computer-readable medium it becomes structurally and functionally interrelated to the 
medium and will be statutory in most cases since use of technology permits the function 
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of the descriptive material to be realized . Claim 43 fails to recite a computer program 
that is executable and is embodied on a computer-readable medium. The claim is 
merely directed to a computer program per se. 
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Claim Rejections - 35 (JSC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

Claims 4-8, 12-13, 15, 19-27 and 42-43 are rejected under 35 U.S.C. 102(e) as 
being anticipated by Glikman (Patent Application Publication 2001/0037254). 

Referring to claim 4 . Glikman discloses a method for handling by a mobile phone 
carrier system a payment process for a customer who ordered a deliverable through a 
merchant system at a certain price, the customer having access to a customer system 
and a mobile phone with an associated phone number the mobile phone carrier system, 
the method comprising: 

• Obtaining transaction information for the ordering of the deliverable from the 
merchant system (Glikman: at least paragraph 40, "According to the present 
invention, a customer uses a customer device 100, such as a personal computer, 
to access the vendor device 300, such as a web server hosting the vendor's web 
site, through the network 200, such as the Internet."); 

• Obtaining the phone number of the mobile phone (Glikman: at least paragraph 
0040, "The processing device 400 generates a web page, which prompts the 
customer for information on the mobile device 600."); 
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• Sending an order confirmation for the deliverable to the mobile phone using the 
phone number (Glikman: at least paragraph 0040, "Once the customer enters 
this information, the processing device 400 sends the purchase amount in a 
message to the mobile phone through the carrier network 500."); 

• Receiving through the mobile phone an order confirmation for the deliverable 
(Glikman: at least paragraph 0040, "The user of the mobile phone is prompted to 
confirm the purchase amount and if confirmed, the purchase amount is charged 
to the mobile account associated with the mobile device 600"); 

• Charging the said certain price to a mobile phone bill identified to the mobile 
phone, said mobile phone bill maintained by the mobile phone carrier system for 
the mobile phone; and sending an order confirmation or payment confirmation 
back to the merchant system (Glikman: at least Abstract). 

Referring to claim 5 . Glikman further discloses a method wherein the merchant 
system offers an online catalog with a plurality of deliverables for selection by the 
customer (Glikman: at least Fig. 12, "720" "730" and "740"). 

Referring to claim 6 . Glikman further discloses a method comprising a checkout 
step after the step of performing an action on the customer system in order to select the 
deliverable (Glikman: at least Fig. 12, "750"). 

Referring to claim 8 . Glikman discloses a method comprising the steps: 
receiving the phone number of the mobile phone from the customer system or the 
mobile phone; storing the phone number at the merchant system (Glikman: at least 
paragraph 0040). 
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Referring to claim 12 . Glikman further discloses a method wherein the customer 
performs an action on the mobile phone in order to confirm the ordering of the 
deliverable (Glikman: at least paragraph 0040). 

Referring to claim 13 . Glikman further discloses a method wherein the mobile 
phone prompts the customer for a personal identification number for authentication 
purposes (Glikman: at least paragraph 0060). 

Referring to claim 15 . Glikman further discloses a method wherein the step of 
sending an order confirmation for the deliverable to the mobile phone is done using the 
push feature of the wireless application protocol (WAP) in order to push a wireless 
markup language (WML) script applet to the mobile phone (Glikman: at least paragraph 
0043). 

Referring to claim 19 . Glikman further discloses a method wherein the phone bill 
is either delivered to the customer through a conventional distribution channel, by mail, 
or to the customer system through a communication network (Glikman: at least 
paragraph 0018). 

Referring to claim 20 . Glikman discloses a merchant system for offering a 
deliverable via a network to a potential customer using a customer system and a mobile 
phone connected to a mobile phone carrier network, comprising: 

• A network interface connectable to the network (Glikman: at least Fig. 1, "500") 

• A processing unit (Glikman: at least Fig. 1 , "400"); 

• A database for maintaining detailed information about the deliverable (Glikman: 
at least Fig. 8, "320"); 
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• A module for making the deliverable and some or all of the detailed information 
about the deliverable displayable to the potential customer on the customer 
system (Glikman: at least paragraph 0040); 

• A module for making the deliverable selectable by the potential customer on the 
customer system (Glikman: at least paragraph 0040); 

• A module for receiving an order for the deliverable from the customer system via 
the network and network interface (Glikman: at least paragraph 0040); 

• A module for causing a confirmation to be transmitted to the mobile phone 
through the mobile telephone network (Glikman: at least paragraph 0040); 

• A module for receiving an order confirmation issued by the module device, or a 
payment confirmation issued by a carrier system (Glikman: at least paragraph 
0040); 

• A module for making the deliverable available to the customer (Glikman: at least 
paragraph 0040). 

Referring to claim 21 . Glikman further discloses a merchant system whereby 
some or all of the modules are realized in form of software modules that, when 
executed by the processing unit, provides the modules functionality (Glikman: at least 
paragraphs 0042 and 0046). 

Referring to claim 22 . Glikman further discloses a merchant system comprising a 
call-in unit connectable to the mobile telephone network (Glikman: at least paragraph 
0040, "The customer may be asked for information, such as a unique subscriber 
identification number and/or the name of the carrier associated with the mobile phone. 
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Once the customer enters this information, the processing device 400 sends the 
purchase amount in a message to the mobile phone through the carrier network 500. 
The user of the mobile phone is prompted to confirm the purchase amount and if 
confirmed, the purchase amount is charged to the mobile account associated with the 
mobile device 600. At the same time, the customer is presented with a web page 
displayed on the customer device 100 notifying the customer of the status of the 
transaction."). 

Referring to claim 23 . Glikman further discloses a merchant system whereby a 
special call-in is assigned to the call-in unit so that the call-in unit is reachable from the 
mobile phone through the mobile telephone carrier system when dialing the call-in 
number (Glikman: at least paragraph 0040, "The customer may be asked for 
information, such as a unique subscriber identification number and/or the name of the 
carrier associated with the mobile phone. Once the customer enters this information, the 
processing device 400 sends the purchase amount in a message to the mobile phone 
through the carrier network 500. The user of the mobile phone is prompted to confirm 
the purchase amount and if confirmed, the purchase amount is charged to the mobile 
account associated with the mobile device 600. At the same time, the customer is 
presented with a web page displayed on the customer device 100 notifying the 
customer of the status of the transaction."). 

Referring to claim 24 . Glikman further discloses a merchant system whereby the 
processing unit resides in a computer system (Glikman: at least Fig. 6, "400"). 
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Referring to claim 25 . Glikman further discloses a merchant system whereby the 
module for making the deliverable and some or all of the detailed information about the 
deliverable displayable is an online-catalogue module (Glikman: at least Fig. 12, "720" 
730" and 740"). 

Referring to claim 26 . Glikman further discloses a merchant system whereby the 
module for making the deliverable available to the customer either causes the 
deliverable to be delivered via a conventional distribution channel, or whereby the 
module causes the deliverable to be delivered via a communication link to the customer 
system, or whereby the module causes the deliverable to be made downloadable 
through a communication link (Glikman: at least abstract). 

Referring to claim 27 . Glikman further discloses a merchant system whereby the 
confirmation address is a call-in number or an e-mail address (Glikman: at least 
paragraph 0040, "The customer may be asked for information, such as a unique 
subscriber identification number and/or the name of the carrier associated with the 
mobile phone. Once the customer enters this information, the processing device 400 
sends the purchase amount in a message to the mobile phone through the carrier 
network 500. The user of the mobile phone is prompted to confirm the purchase amount 
and if confirmed, the purchase amount is charged to the mobile account associated with 
the mobile device 600. At the same time, the customer is presented with a web page 
displayed on the customer device 100 notifying the customer of the status of the 
transaction."). 
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Referring to claims 42 and 43 . The computer program product of claim 42 and 
the computer program element of claim 43 are rejected under the same rationale as set 
forth above. 
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Response to Arguments 

Applicant's arguments with respect to all the pending claim have been 
considered but are moot in view of the new ground(s) of rejection. 

Examiner's Comments 

Reference characters corresponding to elements recited in the detailed 
description and the drawings may be used in conjunction with the recitation of the same 
element or group of elements in the claims. The use of reference characters is to be 
considered as having no effect on the scope of the claims. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Hansmann et al., Patent Application Publication 2001/0016835, August 23, 2001, 
discloses a method of payment by means of an electronic communication device. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Matthew S. Gart whose telephone number is 571-273- 
3955. The examiner can normally be reached on M-F, 9-6. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jeff Smith can be reached on 571-272-6763. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 




MSG 

Patent Examiner 
March 22, 2006 



